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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )KI Responsive to communication(s) filed on 03 September 2003 . 
2a)Q This action is FINAL. 2b)[HI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 7-78 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) £3 Claim(s) 1-18 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. §119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM Ail b)D Some * c)D None of: 

1 .£3 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-18 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. In claim 1 , lines 3, 4, and 5, and in claim 18, line 4, it is unclear and vague as to 
what "its" is directed to. 

4. Claim 1 recites the limitation "the body" in line 8. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1 , 2, 8-1 1 , and 1 6-1 8 are rejected under 35 U.S.C. 1 02(b) as being 
Forsell by WO 01/49245. 

7. Forsell teaches a surgical ring designed to be implanted in the body of a patient 
around biological organs having a pouch or a duct in order to form a closed loop 
between its two extremities, thus forming a first and second extremities and reduce the 
diameter of the opening of the organ when it is tightened by the ring, the ring comprising 
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a system for reversibly controlling the variation in its diameter, the systems comprising a 
flexible filiform element 52, wherein the flexible filiform element is inserted longitudinally 
with possibility of sliding into the material constituting the body of the ring (figs. 7, 9, 10), 
substantially between the first and second extremities so as to define a fixed portion 
united with the first extremity and a free portion which is functionally associated with an 
actuator mounted on the ring near the second extremity such that the actuator ensures 
reversible translation of the flexible filiform element in order to obtain a variation 
associated with the diameter of the ring (figs. 7, 9, 10); and the free portion is provided 
with a means of force cooperation with the actuator 50, the means of force cooperation 
being formed of a screw thread pitch 50; the flexible filiform element is formed of a 
flexible core 52 on which at least one spring 50 with un-joined loops is affixed and 
coaxially wound, making the screw thread pitch 50; the actuator is an electric motor 22; 
the electric motor 22 is linked to a receiving antenna 334 designed to be implanted in 
the body of the patient (pg. 40, lines 9-14); an emitting antenna 332 arranged outside 
the patient, in order to send a control and power signal to the receiving antenna 334, the 
emitter antenna 332 being functionally linked to a control interface. 
8. As to claims 16 and 17, a recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. In a claim 
drawn to a process of making, the intended use must result in a manipulative difference 
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as compared to the prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re 
Otto, 136 USPQ 458, 459 (CCPA 1963). 

9. Claims 1,2,8, 16 and 17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Reimels 41 18805. 

10. Reimels teaches a surgical ring designed to be implanted in the body of a patient 
around biological organs having a pouch or a duct in order to form a closed loop 
between its two extremities, thus forming a first and second extremities and reduce the 
diameter of the opening of the organ when it is tightened by the ring, the ring comprising 
a system for reversibly controlling the variation in its diameter, the systems comprising a 
flexible filiform element 19, wherein the flexible filiform element is inserted longitudinally 
with possibility of sliding into the material constituting the body of the ring (fig. 3), 
substantially between the first and second extremities so as to define a fixed portion 
united with the first extremity and a free portion which is functionally associated with an 
actuator mounted on the ring near the second extremity such that the actuator ensures 
reversible translation of the flexible filiform element in order to obtain a variation 
associated with the diameter of the ring (col. 3, line 52-col. 4, line 32, fig. 3); and the 
free portion is provided with a mean of force cooperation with the actuator 28, the 
means offeree cooperation being formed of a screw thread pitch 16; the flexible filiform 
element 19 is formed of a flexible core on which at least one spring with un-joined loops 
is affixed and coaxially wound, making the screw thread pitch 16; and the actuator is an 
electric motor (col. 2, lines 21-26). 
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11. As to claims 16 and 1 7, a recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. In a claim 
drawn to a process of making, the intended use must result in a manipulative difference 
as compared to the prior art. See In re Casey, 1 52 USPQ 235 (CCPA 1967) and In re 
Otto, 136 USPQ 458, 459 (CCPA 1963). 

Allowable Subject Matter 

12. Claim 3 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

Contacts 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael G. Mendoza whose telephone number is (571) 
272-4698. The examiner can normally be reached on Mon.-Fri. 8:00 a.m. - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Dawson can be reached on (571) 272-4694. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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GLENN K. DAWSON 
PRIMARY EXAMINER 



